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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the maQing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)13 Responsive to communication(s) filed on 15 April 2005 , 
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1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-2 and 6-10 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 35 U.S.C. 101 defines four 
categories of inventions that Congress deemed to be the appropriate subject matter of a 
patent. The applicant argues that a stream of pulses is a "manufacture". In order to be 
a "manufacture", it must be manufactured BY something. The applicant has not 
disclosed "how" or "by what" the stream of pulses is manufactured. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact tenms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-2, 6-10, 13-14 and 18-23 are rejected under 35 U.S.C. 112, first 
paragraph, as based on a disclosure, which is not enabling. Means that provide the 
signal and method of the claims that are critical or essential to the practice of the 
invention, but not included in the claim(s) are not enabled by the disclosure. See In re 
Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). The specification does not 
teach how the signal is provided. Although it discusses using a prior art means 
(Walklin), it is unclear how Walklin is modified to provide this signal. Are there specific 
additional means to the ones in Walklin? Or does the means of Walklin with no physical 
changes provide the signal as claimed? 

5. The amendment filed 4-15-05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
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shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: the drawing of 4-15-05. 
The applicant never disclosed what device provides the signal. It is new matter to show 
a MZ modulator, which has no support in the specification, as means providing the 
specified signal. Further, just showing a box labeled "modulator*' or "transmitter*' does 
not provide an enabling disclosure. This does not teach one of ordinary skill in the art 
how to make and/or use the invention. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
6. The drawings are objected to under 37 CFR 1.83(b) because 
they are incomplete. 37 CFR 1.83(b) reads as follows: 

When the invention consists of an improvement on an old machine the drawing 
must when possible exhibit, in one or more views, the improved portion 
itself, disconnected from the old structure, and also in another view, so 
much only of the old structure as will suffice to show the connection of 
the invention therewith. 

Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
for consistency. Additional replacement sheets nnay be necessary to show the 
renumbering of the remaining figures. The replacement sheet(s) should be labeled 
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"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

There are no original drawings in this case. The specification does not teach 
how the signal is provided. Although it discusses using a prior art means (Walklin). it is 
unclear how Walklin is modified to provide this signal. Are there specific additional 
means to the ones in Walklin? Or does the means of Walklin with no physical changes 
provide the signal as claimed? NO NEW MATTER MAY BE ADDED. 
7. In response to the applicant's arguments, the applicant first argues that the 
claimed invention is a "manufacture". In order to be a manufacture, there must be 
means to produce the "manufacture". The applicant has not disclosed how the signal is 
provided. It is not clear how, or by what means this "manufacture" is manufactured. 
Although a figure was added, it is new matter since the original specification does not 
teach a MZ modulator can be used to provide the signal. The applicant has not 
responded to specific questions of the drawings. The applicant argues that one of 
ordinary skill in the art would know how to modify a known transmitter in order to 
produce signals as claimed once the idea is provided to them. This is so unclear; the 
only prior art means taught in the specification is Wilkins, which teaches NRZ pulses 
with a relative phase difference between two non null intensity states of pi. There must 
be extensive modification of the transmitter of Wilkins to provide the signal of the 
present claims. The applicant must be in possession of the knowledge of how to nnake/ 
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and or use the invention. There is no proof that the applicant can make and/or use the 
invention as claimed. Further, just showing a box labeled "modulator" or "transmitter" 
does not provide an enabling disclosure. The applicant must teach how a stream of 
non-soliton RZ pulses are provided that have the specifics of the claimed subject 
matter. It is not enough for the applicant to say that anyone of ordinary skill in the art 
could figure it out. This appears to mean that it is so obvious that anyone of ordinary 
skill in the art would have thought to do it (which appears to be the basis of the 1 03 
rejection). The applicant argues, "The use of a Mach-Zehnder modulator seems to be 
unfamiliar to the examiner". This is not the case, what is unfamiliar to the examiner is 
the use of a Mach-Zehnder modulator to provide a stream of non soliton RZ pulses in 
which the phase difference between the end of one pulse and the beginning of the next 
pulse is in the range from 2tt/3 to 4tt/3. If the applicant knows of a teaching that shows 
this, the examiner would be happy to refer to it. This argument appears to say that 
since a Mach Zehnder can be used, it can be used somehow in the applicant's 
invention. The applicant questions why art was not used. The examiner has no idea 
how to provide the signal claimed. The specification, and the applicant's arguments 
have not made it any clearer. The examiner is taking the position that if the applicant is 
unable to explain how the signal is provided, either he does not know how to make 
and/or use the invention OR it is so well known that he does not have to explain how to 
make/or use the invention. If the applicant doesn't know how to make it, then he is not 
entitled to a patent. If it is so well known that he does not have to explain how to make 
it, then the applicant is admitting that it is well known. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Pascal whose telephone number is 571-272- 
3032. The examiner can normally be reached on Monday. Friday 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 571-272-3022, The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toil-free). / 




Leslie Pascal 
Primary Examiner 
Art Unit 2633 



